Doc Code: AP.PRE.REQ 



PTQ/S8/33 (07-09) 
Approved for uso through 07/31/^012. Orbg OPPP-0031 
J S. PatenS ar,3 Trademark Offfc*. Li 3. DEPARTMENT Or COMMERCE 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



j Docket Niffibe 
\ 020366D1 



■ hsreby certify tbos; this correspondence is being deposited with the 
United States ^ostai Service vviir; sufficient postage as first eLoss nisi! 
in an envelope addressed to : 'Maii Sion AF. Ccnt'nbssioner for 
Patents, P.O. Box 1450 Als nc 313- 5Q V [37CFR 8{a}} 

January 29, 2010 



Typed or printed tviarian L. Christopher 



10/674,041 



Red 

| September 29, 2003 



rirs! Naored IcverPor 

John HARVEY et ai. 



Art Unit 
3664 



I McDieunel Marc 



Applic it a pal ejection in ie above-identified application. No amendments are being filed 

with this request. 



This request is being filed with a notice of appeal. 



5 reques ere; s ) stated on the attached sheets). 

Note: No more than five (5) pages may be provfcted. 



assignee or record of ibe entire interest. 

See 37 CFR 3.71. Statement under 37 CFR 3.73;bi a 

{Form PTO/3B/9§> 




1 f ; sh l. Pate! 



syped or printed name 



/ j attorney of agent of record 



'eiephone number 



i ; attorney or sgam acting oncer 3? CFR 1 .34. 



January 29. 2010 



MOTb: o ~* of as: She inventors w - assngp-ess ot record of the entire interest cr their representative^} ere re 
Submit mnifipie forms if more than one signature is repaired, see beiovvd 

"Total of - forms are submitted. 

This caileotloa oi mforraaboa is required by 35 Li S.C ioa The i:rfor~5tion :S rea-area ;o obtain nr retain a benefit by toe pobiic wmlch is bis (am oy mo USPTq 

v.cnir.isia, ift.ltibi.-5g aaihermp. pr-yanog. and simmming the completed aaaiicaaen form te iLe JSPTO. Time will vary deaartdiea bpcn me individual rase. .Pny 
wmtPtms on toe amount a? tone y ™< repairs in compete Pits form aarPor sapgesiianr, for neduemg this burden. *onta * sent to me Cniar iafarmaPnn Offcer. 
PS. Pai-os! end Trademark Office, DTP Cspartment oi Commerce, P.O. Sox H50. Alexandria, VA 22313-1450 DO NOT SEND FEES OR COMPLETED 
EORM5 TO O-IIS ADDRESS S£«D TO: SSaii Stop AF, Comm*sPor,3rfor patents. P.O. Sox 1450, Aiexartriria, VA 22315-1450. 



tfyaa neea assistance in anapaisbnp : 



■ form, cab ?^0<WTO-S/99 sot/seto' opdor; 2. 



Privacy Act Statement 



The Privacy L q , sin information in co actio 

yrth your submiss s e >ge - i 

pursuant to the requirements of - Act, please be advised thai: ' ) the genera! authority for "the 
collection ot rh s reformation s jo L S C t r svou far> 

and (3} principal purpose for which the information is used by the U.S. Patent and Trademark 
Office is to process and/or examine your submission related to a patent application or patent. If you do 
not furnish dig requested information, this U.S. Patent and Trademark Office may not be able to' 

"J rnissic hich me s n termination of p - c -co < 
abandonment of the ae ■• : or expiration of the parent. 

The information provided by yon in this form will be subject to the following routine uses: 

1 • The information on this form will be treated confidentially to the extent allowed under the 

' do ofinf 3iic Act (5 U.S.C 552} and the Privacy Act (5 U t 
this system of records may be disclosed to the Department of Justice to determine whether 
disclosure of these records is required by the Freedom of Information Act 

2 , cords may be disclosed, as a routine use, in the course of 
prese i i court, magistrate, or administrative tribunal, including disclosures to 
opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress-, see- --cmw a request involving an individual, to whom the record pertains, when the 
mdvd ai has requested assistance c 

record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 

K3 need fo .• info) -natic n order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty, 

8, A record in this system of records may be disclosed, as a routine use, to another federal 
age i my review (35 U.S.C. 181} one c or rev ew pursuer 1 to 

theAton 12 U.S.C. 218(c)). 

7. A record from soi so sar jtne use totheAdmir 

Ge eral Sen. ces, or his/he cted by GSA as 

parcf-a a o 1 ^geneH 

practices and programs, under authority of 44 U.S.C. 290- and 2906 Seen disclosure snail 
be mace in acco dan*, h the GSA re tions g nsoe s for this 

purpose and an \ Z2k rCommerc S <= t r faf not 

be used to make deb : ■ ndividuais 

8. A record from this system of records may be disclosed, as a routine use. to the public after 
er p _ o e,c~ v T v S Z 22 ', o ^ t m a „ > 

ps. rsuam 3o t S € 15" Further. 3 record na bedis j othe o "a ic s 3? 

CFR 1,14, as a routine use. to the public if the record was filed in an application which 
became abandoned or In which the proceedings were terminated and which application is 
references by ene r a publish? s - cation open to public spectio or s 

issued patent 

3. A record from this system of recc - c s ma ■ be disclosed, as a routine use, to a Federal, State, 
: " becomes aware of a violation or potential 

violation of law or regulation. 



1 



PRE- APPEAL BRIEF REQUEST FOE REVIEW 
REMARKS/ ARGUMENTS 

States of the Claims 

Claims 20-63 are current!} pending in the application. Claims 20, 32, 44, and 62-63 are 
independent Applicants request reconsideration and allowance of the pending claims. 
Applicants also herein incorporate all of their previous arguments by reference. 

Rejections Under 35 U..S.C. § 103(a) 

The Examiner rejected claims 20-63 under 35 U.S.C. § 103(a) as being unpatentable over 
Autermann (U.S. Patent No. 6.122,580 (.incorrectly listed in the Office action as U.S. Patent No. 
6,232,874) hereinafter, "Autermann ") in view of Murphy (U.S. Patent No. 6,232,874 hereinafter 
"Murphy") mdTamir(\JS. Patent Publication No. 2004/0220807 hereinafter "Tami^') and 
further in view of Joao (U.S. Publication No. 2003/0206102 hereinafter, "Joao"). Applicants 
respectfully traverse this rejection. 

Applicants respectfully submit that none of the cited references, either individually or in 

combination, teach or suggest all of the features of independent claims 20 (and claims 32 and 44 

similarly), including 

i > i dc ? r - <■ ^ n ^ , 

„v i > 

remote ee said i snote ocation a reply 

' V - ' r - - > . 0 .V WS. v " < t v > t 1 . 1 ~ J 

operate and specifying at least one act ion to be taken to indic ate the validation to 
I.e. _j Aj_ c re i i ed t ncti is *.-v ! ^c a 

v „ 

Applicants further- submit thai the combination of Autermann , Murphy, Tamir, and Joao is 
improper because it would not have been obvious to one of ordinary skill in the art to have 
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combined all of the cited references to achieve fee claimed features as, for example, T'amir 
teaches away from Autermann. 

First, while the Examiner appears to equate the identifier ID encoded on key 1 taught by 
Autermann to the claimed vehicle operator identification information that is entered and 
ti< a-rp net. > s v, s v. 

heidentifie c ks e operator 

See, Autermann, column 4, lines 1 to 5. Therefore, at best the identifier ID of key I can 
indirectly relate to a user who has the key 1, because as is obvious to one of ordinary skill in the 
art, a key can be passed between multiple users. In view of the above, Applicants submit that 
Autermann does not teach or suggest vehicle operator identification information and therefore 
can iot teach or suggest uerirrg, or i s tting this information to a remote location for 
validation. 

Second, in the final office action (mailed October 30, 2009) at page 3, the Examiner 
admits that Autermann does not "explicitly disclose a reply message"' having both of the above 
discussed features. The Examiner attempts to cure these deficiencies by citing Murphy, Tamir, 
md Joao in combination with Autermann. However, Applicants submit that the combination of 
references still does not teach or suggest all of the claimed features. 

v < w o si 0 ce it <. \ v *\.^ _v i v 

least one action to be taken to indicate the validation to the vehicle operator, and means for 
enabling the at least one action specified by said reply message. As to Murphy, this reference is 
directed to v- sycertai ars ( v x Abstract In part ailar, an 

l U ~ v _ , s ^ j t ; 

frorn users. Murphy, col. 5, li. 16-32. WWaMurphy does appear to teach that apparatus 107 can 
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receive updat . ted use data from a remote facility (see. Murphy, column 14, lines 25-47), 

apparatus 170 does not receive the updated use data in a reply message received following the 
transmission of vehicle operator identification information, nor does the reply message include at 
least one action to he taken in response to indicate the validation to the \ chicle operator. 

tin ie deficiench ink T, s 

directed to a method for v e og l ^ t mg sers by udio or u!n Jsmakval 
computer system. Tamir, Abstract. Tamir does not teach or suggest at least "receiving from said 
remote location a reply message; and means for enabling said selected rune dons and the at least 
one action specified by said reply message" as recited in the claim-. Foi ex; i pie as he 
Examiner indicates, Tamir teaches " 'performing validation at the local user's device, " which 
Applicants submit is completely the opposite of what is recited in claims 20, 32, and 44, 
Therefore, the addition of Tamir does not cure the deficiencies identified above, 'Further, even 
Me L v i „t m s v - j < i e < t - s ks k ui 1 2 diat it 

would have been obvious on page 4 "to include in the message transmitted to the remote station 
validation information as taught by Tamir in order to relieve the central station from verification 
process and to allow the central station to select permitted function according to[e] the user's 
identification/ 5 However, Applicants submit that this is in complete contrast to the claimed 
features as discussed above, e.g., remote validation. 

Finally, the Examiner alleges that Joao teaches "specifying at least one action to be taken 
to indicate the validation of the vehicle operator." Final office action at page 4. However, 
Applicants submit ih it ^dependent claims 20 32 and -a rea e 'specifying at least one action to 

( < s c \ >. u u i -> \ s iot 

operator. 5 * Joao does not teach or suggest specifying an action to be taken so as to indicate the 
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validation to t ope i i d k \ c caching ■> teache 

for example, in FIG, 19, a method flow shown that occurs between a vehicle, a server (51 0, 952 
970), and a remote owner (150). The flow indicates that the server 510 detects access to the 
! t owne 150 T lessage" and ! -e 

"transmit reply signal" indicated by the Examiner are exchanged between the sewer 510 and the 
owner ISO, not with fee vehicle. 

Therefore, Applicants submit that none of the cited references, either individually or in 
combination, teach or suggest all of the features of independent claims 20, 32, and 44 and thus 
these claims are allowable. Also, Applicants submit that dependent claims 21-3 1 , 33-43, and 45- 
■61 are also allowable, at least for depending from allowable base claims. 

With respect to independent claims 62 and 63, Applicants submit that none of the cited 
references teach or suggest, all of the features of independent claims 62-63 , For example, claim 
62 recites, , it rr - - : mfigured to generate a notification of the validation and to transmit the 
notification to a third party" and claim 63 recites similar features. In the office action, the 
Examiner alleges that the recitation of "generating a notification of the validation for a third 
party' is a design choice. See, final office action at page 7. Applicants respectfully disagree. 
The Examiner may not simply allege that the validation can be transmitted or received anywhere 
wixhoui sun i s < s „ , > ,i 

design choice relate? to ot m on not to functionality as appears to be alleged by the 
Examiner. See, MPEP §2144.04. Further, claims 62 and 63 positively recite that the validation 
is transmitted to a third party (e.g., a. dispatcher,, the vehicle owner, etc. instead of the vehicle 
operator) from a remote location, which is not taught by any of the references. Therefore, 
y v w n n > , ! i km 62-63 are also allowable over the cited art. 
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CONCLU5 ( \ 



Applicants believe that the present application is now in condition for allowance. Such 
allo^ me - ... ih solicited. 

Please grant any extensions of time respired to enter this response and charge any 
additional required fees to our Deposit Account 17-0026. 



5715 Morehouse 

San Diego, California 92121 

Tek i £ [858)658-2585 



Respectfully submitted, 



^ated: January- 29, 2010 
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Aif.ush L. Patel 
Reg. No. 53,440 
(858) 658-2585 




